THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DANIEL H VELLER

Appeal No. 97-0754
Application No. 08/408, 478

ON BRI EF

Bef ore MEI STER, McQUADE, and NASE, Adm nistrative Patent Judges.

NASE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2 and 12 through 15. dains 3 through 5
have been cancel ed and clains 6 through 11 have been w t hdrawn
from consideration under 37 CFR 8§ 1.142(b) as being drawn to a

nonel ected i nventi on.

We REVERSE and enter a new rejection pursuant to 37 CFR

! Application for patent filed March 22, 1995.
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§ 1.196(b).
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BACKGROUND

The appellant's invention relates to a separable golf club
shaft. Caim1l is representative of the subject natter on appeal
and a copy of claiml, as it appears in the appendix to the

appellant's brief, is attached to this decision.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Steffes 3,334,901 Aug. 8, 1967
Pel z 5,039, 098 Aug. 13, 1991

Ref erences made of record by this panel of the Board are:

Mur phy 4,253, 666 March 3, 1981
DopkowsKki 4, 340, 227 July 20, 1982
Pal ner et al. (Pal ner) 4,664, 382 May 12, 1987

Clainms 1, 2, 12 and 13 stand rejected under 35 U.S.C. § 103

as bei ng unpat ent abl e over Pel z.

Clains 14 and 15 stand rejected under 35 U S.C. § 103 as

bei ng unpatentable over Pelz in view of Steffes.

Rat her than reiterate the conflicting viewoints advanced by

t he exam ner and the appell ant regardi ng the above-noted
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rejections, we nmake reference to the exam ner's answer (Paper No.
8, mail ed Septenber 3, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to the appellant's
brief (Paper No. 7, filed July 26, 1996) for the appellant's

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

Bef ore addressing the exam ner's rejections based upon prior
art, it is an essential prerequisite that the clainmed subject
matter be fully understood. Analysis of whether a claimis
pat ent abl e over the prior art under 35 U S.C. 88 102 and 103
begins with a determ nation of the scope of the claim The
properly interpreted claimnust then be conpared with the prior
art. Claiminterpretation nust begin with the | anguage of the

claimitself. See Snithkline Diagnostics, Inc. v. Helena
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Laboratories Corp., 859 F.2d 878, 882, 8 USPQRd 1468, 1472 (Fed.

Cr. 1988). Accordingly, we will initially direct our attention
to i ndependent claim1 to derive an understandi ng of the scope

and content thereof.

Caimlis directed to a golf club shaft conprising, inter
alia, (1) a plurality of separate shaft sections presenting shaft
section ends having an inner surface and an outer surface wherein
t he adj oi ning shaft section ends conprise a smaller end and a
| arger end for overlapping the smaller end; (2) means for
connecting the adjoining ends of the shaft sections; and
(3) neans for engagi ng the overl apping i nner surface of the

| arger end with the overl apped outer surface of the smaller end.

Claim1l recites two elenents in nmeans-plus-function format.

As explained in In re Donal dson, 16 F.3d 1189, 1193, 29 USPQd
1845, 1848-49 (Fed. Cr. 1994), the PTOis not exenpt from
followng the statutory mandate of 35 U.S.C. § 112, paragraph 6,
whi ch reads:

An elenent in a claimfor a conbination my be expressed as
a means or step for performng a specified function w thout
the recital of structure, nmaterial, or acts in support

t hereof, and such claimshall be construed to cover the
correspondi ng structure, material, or acts described in the
specification and equi val ents thereof.



Appeal No. 97-0754 Page 6
Appl i cati on No. 08/408, 478

Accordingly, the PTO may not disregard the structure disclosed in
t he specification corresponding to such | anguage when rendering a

patentability determnation. |In accordance with In re Donal dson

16 F.3d at 1195, 29 USPQ2d at 1850, "if one enpl oys neans-pl us-
function language in a claim one nust set forth in the
specification an adequate disclosure show ng what is neant by
that | anguage. |If an applicant fails to set forth an adequate
di scl osure, the applicant has in effect failed to particularly
poi nt out and distinctly claimthe invention as required by the
second paragraph of section 112." In addition, it is the
appel l ant's burden under the second paragraph of 35 U S.C § 112

to precisely define the invention. See Inre Mrris, 127 F. 3d

1048, 1056, 44 USPR2d 1023, 1029 (Fed. Cr. 1997).

In this instance, the disclosure (specification, p. 4 and
original claim1) adequately disclose what is neant by the
cl ai med neans for connecting the adjoining ends of the shaft
sections. However, it is our view that the disclosure does not
adequately disclose what is neant by the clainmed neans for
engagi ng the overl apping inner surface of the larger end with the

over | apped outer surface of the smaller end. Specifically, we
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are unable to determ ne what corresponding structure, material,
or acts described in the specification correspond to this neans

cl ause.

Since the appellant's specification fails to set forth an
adequat e di sclosure indicating what structure corresponds to the
means- pl us-function | anguage used in claim1l, the appellant has
failed to particularly point out and distinctly claimthe

invention as required by the second paragraph of 35 U S.C. § 112.

Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new ground of rejection:

Clains 1, 2 and 12 through 15 are rejected under 35 U S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe invention, for
the reasons expl ai ned above. |In addition, we note that the
subject matter recited in clains 2 and 15 fails to clearly
indicate that the limtations thereof are restricting the "nmeans

for engaging" recited in parent claiml.

Next we turn to the examner's rejection of claim1 under
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35 U.S.C. §8 103 as being unpatentable over Pelz. W enphasize
again here that claim 1l contains uncl ear |anguage which renders
the subject matter thereof indefinite for the reasons stated
supra as part of our new rejection under 35 U S.C. 8§ 112, second
paragraph. Normally, when substantial confusion exists as to the
interpretation of a claimand no reasonably definite nmeaning can
be ascribed to the terms in a claim a determnation as to
patentability under 35 U S.C. 8 103 is not nade. See In re

Steele, 305 F.2d 859, 134 USPQ 292 (CCPA 1962) and In re WIson,

424 F.2d 1382, 165 USPQ 494 (CCPA 1970). However, in this
i nstance, we consider it to be desirable to avoid the

inefficiency of pieceneal appellate review See Ex parte

| onescu, 222 USPQ 537 (Bd. App. 1984). Therefore, we wll

decide, infra, the rejections of clainms 1, 2 and 12 through 15
under 35 U.S.C. 8 103 in the interest of judicial econony. W
are able to do so since the disclosure of Pelz fails to address

matters of claim1 that are definite in neaning.

We do not sustain the rejection of clains 1, 2, 12 and 13
under 35 U.S.C. 8 103 as bei ng unpatentable over Pelz. Likew se,

we do not sustain the rejection of clains 14 and 15 under
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35 U.S.C. 8 103 as being unpatentable over Pelz in view of

St ef f es.

Claim1l recites in a golf club shaft the inprovenent
conprising: a plurality of separate shaft sections presenting
shaft section ends having an inner surface and an outer surface
wherein the adjoining shaft section ends conprise a smaller end
and a larger end for overlapping the smaller end and neans for

connecting the adjoining ends of the shaft sections.

Pel z di scl oses a golf club having a quick connect-di sconnect
coupling between the golf club shaft and the club head. Pelz
does not disclose a golf club shaft fornmed in two sections with
means for connecting the adjoining ends of the shaft sections.

In that regard, it is our viewthat one skilled in this art would
readily appreciate the difference between "a golf club shaft" and
the hosel of "a golf club head."” Accordingly, it is our opinion
that it is not appropriate to consider Pelz's hosel 16 or hosel
sleeve 18 to be part of a golf club shaft. Qur opinion is
reinforced by Pelz's own teaching that his golf club 10 is forned
froma shaft 12 and club head 14 fornmed with the hosel 16 and

hosel sl eeve 18.



Appeal No. 97-0754 Page 10
Appl i cati on No. 08/408, 478

Since the limtation of claim1 that the golf club be forned
in sections connected together is not taught or suggested by
Pel z, the rejection of clains 1, 2, 12 and 13 under

35 U.S.C. §8 103 as being unpatentable over Pelz is not sustained.

We have al so reviewed the reference to Steffes additionally
applied in the rejection of clains 14 and 15 but find nothing
t herein which makes up for the deficiencies of Pelz discussed
above. Accordingly, we cannot sustain the examner's rejection

of appealed clains 14 and 15 under 35 U S.C. § 103.

Cl TATI ON OF PRI OR ART

We cite the patents to Murphy, Dopkowski and Pal ner for
consideration by both the appellant and the exam ner in any
further proceedings on the nerits of the claimed subject matter
once the indefiniteness of the clainmed subject matter is

overcomed by the appell ant.

Mur phy di scl oses a golf club shaft formed in two sections
14, 16. As shown in Figure 1, the two sections are connected
together by a threaded opening in the | ower end 18 of the upper

section 14 and a threaded upper end 20 of the | ower section 16.
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Thus, Murphy appears to disclose all of current claim1 except
for the "means for engaging the overlapping inner surface of said
| arger end with the overl apped outer surface of said smaller

end. "

Dopkowski di scloses a golf club shaft formed in two sections
14, 20 with a fastening or coupling | ock 50 therebetween. As
shown in Figures 5-7, the fastening or coupling | ock 50 includes
an internally threaded fenmale insert 52 press-fitted and rigidly
adhered internally of section 20 and a male insert 62 press-
fitted and rigidly adhered internally of section 14. The male
insert 62 includes an externally threaded portion 70. Thus,
Dopkowski appears to disclose all of current claim1l except for
the "means for engagi ng the overl apping i nner surface of said
| arger end with the overl apped outer surface of said smaller

end. "

Pal mer discloses a golf club shaft fornmed in two sections
38, 39 with a coupler nenber 40 therebetween. As shown in
Figures 9 and 9A, the coupler nenber 40 includes an internally
t hreaded cap 41 on section 39 and a mating threaded portion on

section 38. Section 39 has an extension 43 that fits within a
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sleeve 44 fornmed in section 38. Thus, Palnmer appears to disclose
all of current claim1l except for the "nmeans for engagi ng the
overl apping inner surface of said |larger end with the overl apped

outer surface of said smaller end.”
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CONCLUSI ON

To sunmari ze, the decision of the examner to reject clains
1, 2 and 12 through 15 under 35 U.S.C. §8 103 is reversed; and a
new rejection of clainms 1, 2 and 12 through 15 under 35 U S. C
8 112, second paragraph, has been added pursuant to provisions of

37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant to
37 CFR 8 1.196(b)(anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203 Of. Gaz.
Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR § 1.196(b) provides
that, "A new ground of rejection shall not be considered final

for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appellant, WTH N
TWO MONTHS FROM THE DATE OF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of
rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected cl ai ns:

(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
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(2) Request that the application be reheard under
8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sane record. :
No tinme period for taking any subsequent action in
connection wth this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

JEFFREY V. NASE
Adm ni strative Patent Judge

JAMES M MEI STER )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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DOUGLAS B. WHI TE

1051 PERI METER DRI VE SUI TE 1160
SCHAUMBURG, IL 60173
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1

APPENDI X

In a golf club shaft of the hollow cylindrical type the
I nprovenent conpri sing:

a plurality of separate shaft sections presenting shaft
section ends having an inner surface and an outer surface
wher ei n adj oi ni ng shaft section ends conprise a smaller end
and a larger end for overlapping said smaller end;

means for connecting adjoining ends of said shaft
sections; and

means for engagi ng the overl apping i nner surface of
said larger end with the overl apped outer surface of said
smal | er end.

Page 1
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